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Detailed Action 

1 . Claims 1-28 are presented for examination. 

Claims 7, 9, 11, 13, 15, 17, 19, 21, 23, 25, and 27-28 are withdrawn from consideration. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-6, 8, 10, 12, 14, 16, 18, 20, 22, 24, and 26 have 
been considered but are moot in view of the new ground(s) of rejection. Applicant argued that: 

3. (1) Mazzagatte does not teach, disclose, or suggest the storage of identification data that uniquely 
identifies operation data in the smart card (Remarks filed 8/2 1/2006). By identifying an intended 
recipient, the Mazzagatte identification information non-uniquely identifies the intended recipient of a 
particular print job with that recipient because any/all print jobs that are/is intended for that recipient are 
identified by the Mazzagatte identification information (Remarks filed 4/14/2006). 

4. In response, Mazzagatte teaches of a smart card containing unique identification data of a 
recipient (Col 9, lines 52-55). The identification data of the recipient is compared to identification 
information stored in the print queue and is used to determine print jobs intended for the recipient (Col 
10, lines 15-20). Thus, the identification data uniquely identifies an operation data, i.e. print job, of the 
recipient, from operation data, i.e. print job, of other recipients in the printer queue. 

The features of identifying a particular print job or any/all print jobs, which Applicant argued that 
Mazzagatte does not teach, are not defined in the claims. The claims merely recited of identification data 
that uniquely identifies operation data. Examiner respectfully notes that these features upon which 
applicant relies are not recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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Information Disclosure Statement 

5. The information disclosure statement (IDS) submitted 8/16/2006, 8/21/2006 are in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-6, 8, 10 5 12, 14, 16, 18, 22, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mazzagatte, US Patent #6,862,583 (Mazzagatte hereinafter), in view of Francis et al, 
US Patent #6,650,430 (Francis hereinafter). 

8. As per claims 1 and 22, Mazzagatte teaches substantially the invention as claimed including the 
method and system for generating print data and identification data, where printing is based on matching 
of identification information, Mazzagatte's teachings comprising: 

data preparation means for preparing operation data and identification data that uniquely 
identifies the operation data (Col 7, lines 46-48; Col 8, lines 19-23. Submits print data and identification 
information.); 

an electronic device which carries out processing based on the operation data prepared by said 
data preparation means (Col 9, lines 61-62. Printer prints data.); and 
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said portable data storage means including identification data storage means for storing the 
identification data (Col 8, lines 35-38. Smart card contains identification information. Col 5, lines 23-25. 
Write to smart card.), 

wherein said portable data storage means transmits automatically the identification data stored in 
said identification data storage means to said electronic device when said portable data storage means 
approaches said electronic device (Col 9, lines 56-59. Upon presenting the smart-card to the printer, 
printer first verifies the unique identification information.), and when said electronic device receives the 
identification data from said portable data storage means (Col 9, lines 56-59. Printer verifies information 
smart card.), said electronic device carries out the processing based on the operation data uniquely 
identified by the identification data (Col 9, lines 61-62; Col 10, lines 15-19. Printer identifies print jobs 
based on the identification data of the smart card and proceeds with printout process.). 

9. Mazzagatte teaches substantial features of the claimed invention including using identification 
data corresponding to the print job (Claim 1; Col 8, lines 19-23); a smart-card interface device to write to 
the smart card (Col 5, lines 23-25); and linking identification information on the smart card with the print 
job (Col 9, lines 57-58). However, Mazzagatte does not specifically teach of receiving identification data 
from a data preparation device. 

10. Francis teaches of entering information into the memory of a smart card (Col 3, lines 40-52) and 
transmitting the information to the printer (Col 7, lines 37-40). 

11. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings of Mazzagatte and Francis because both teachings deal with providing secure 
printing by using smart cards that contain identification information. Furthermore, the teachings of 
Francis to enter the identification information into the smart card would improve the teachings of 
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Mazzagatte by specifying how the smart card contains the identification information, and allowing for 
updates to the identification information on the smart card. 

12. As per claim 24, Mazzagatte teaches substantially the invention as claimed including the method 
and apparatus for generating print data and identification data, where printing is based on matching of 
identification information, Mazzagatte 's teachings comprising: 

a data preparation section for preparing operation data to control the operation of an electronic 
device and identification data that uniquely identifies the operation data (Col 8, lines 20-24. Print job and 
identification information. Col 7, lines 45-47. Computer.); 

an operation data transmitting section for transmitting the operation data prepared by said data 
preparation section to said electronic device (Col 8, lines 20-22, 59-61. Transmits print job along with 
identification information to the printer.); 

a portable data storage device which stores the received identification data and automatically 
transmits the stored identification data to said electronic device when said portable data storage means 
approaches said electronic device (Col 9, lines 5 1-59. Smart-card contains unique identification 
information. Upon presenting the smart-card to the printer, printer reads the unique identification 
information on the smart-card.), 

wherein said electronic device, upon receipt of the identification data from said portable data 
storage device, performs an operation based on the operation data uniquely identified by the received 
identification data, selected from among a plurality of operation data received from said operation data 
transmitting section (Col 9, lines 61-62; Col 10, lines 15-19. Printer identifies print jobs based on the 
identification data of the smart card and proceeds with printout process.). 

13. Mazzagatte teaches substantial features of the claimed invention including identification data 
corresponding to the print job (Claim 1; Col 8, lines 19-23; being able to write on to the smart card (Col 
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5, lines 23-25); and being able to write on to the smart card (Col 5, lines 23-25) and linking identification 
information with the print job (Col 9, lines 57-58). However, Mazzagatte does not specifically teach of a 
receiving section for receiving identification data from a data preparation device. 

14. Francis teaches of providing secure printing, where the computer enters identification information 
into the memory of the smart card (Col 3, lines 50-52). The smart card transmits information from the 
smart card to the printer (Col 7, lines 36-39), where the smart card can be a contactless smart card or a RF 
identification card (Col 3, lines 59-64). 

15. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings of Mazzagatte and Francis because both teachings deal with providing secure 
printing by using smart cards that contain identification information. Furthermore, the teachings of 
Francis to input information to the smart card and to transmit information to the printer would improve 
the teachings of Mazzagatte by specifying how the smart card contains the identification information, and 
allowing for updates to the identification information on the smart card. 

16. As per claim 2, Mazzagatte teaches the electronic device control system of claim 1, further 
comprising: transmitting means for transmitting the operation data prepared by said data preparation 
means to said electronic device (Col 8, lines 59-63. Sender submits print job and is transmitted to the 
printer.). 

17. As per claim 3, Mazzagatte teaches the electronic device control system of claim 2 wherein: said 
transmitting means is a network, which connects at least one data preparation means and at least one 
electronic device (Fig 1. #100). 
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18. As per claim 4, Mazzagatte does not specifically teach the electronic device control system of 
claim 1, wherein: said portable data storage means receives the identification data from said data 
preparation means and transmits the identification data to said electronic device by wireless. Francis 
teaches of inputting identification information into the memory of a smart card, wherein the smart card 
can be a contactless smart card or a RF identification card (Col 3, lines 59-64). Francis also teaches of 
transmitting information from the smart card to the printer (Col 7, lines 18-20, 36-39). 

19. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings of Mazzagatte and Francis because the teachings of Francis to provide a 
contactless card and to transmit information to the printer would further improve the system of 
Mazzagatte and Francis by allowing a client to conveniently print data without having the smart card 
come in contact with the printer, and allowing the printer to receive the information to verify the 
identification information. 

20. As per claim 5, Mazzagatte teaches the electronic device control system of claim 1, wherein: 
said electronic device includes operation data storage means for storing the operation data 

transmitted from said data preparation means (Col 9, lines 8-10. Printer stores print data.); and 

said electronic device checks the operation data stored in said operation data storage means 
against the identification data received from said portable data storage means when receiving the 
identification data (Col 9, line 56-58. Printer verifies the identification information from smart card.), 
detects the operation data corresponding to the received identification data (Col 10, lines 14-18. 
Compares information from smart card with identification stored in print queue.), and carries out the 
processing based on the operation data (Col 10, line 20. Printout process.). 
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21. As per claim 6, Mazzagatte teaches the electronic device control system of claim 3 further 
comprising: operation data management means (Col 6, line 62. Server), connected to said network, for 
storing the operation data prepared by said data preparation means and for managing a data output process 
to output the operation data to said electronic device (Col 6, lines 62-65. Server queues print data and 
sends data to a printer.). 

22. As per claim 8, Mazzagatte teaches the electronic device control system of claim 1, wherein: 
said electronic device includes display means (Col 9, line 65. Display on printer.); and 

said electronic device includes control means which confirms the content of the operation data 
(Col 20-24. Notifies of print job in queue.), judges whether or not said electronic device has function 
means for performing a selected function required to perform an operation based on the operation data 
(Col 9, lines 57-59; Col 10, lines 17-19. Verifies print data to print or not), then indicates the judgment 
result on said display means (Col 9, lines 65-66. Displays notification.). 

23. As per claim 10, Mazzagatte teaches the electronic device control system of claim 1, wherein: 
said portable data storage means also stores user management identification data (Col 8, lines 20- 

37. Smart card contains identification information such as name, organization, and other information.), 
and transmits user management identification data on said electronic device (Col 9, lines 53-58. Printer 
reads and verifies the identification information.); and 

said electronic device controls to limit the performance of an operation of said electronic device 
based on the user management identification data received from said portable data storage means (Col 9, 
lines 60-64. If identification information is verified, printer proceeds with printout process. If not, 
notification is made of failure.). 
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24. As per claim 12, Mazzagatte teaches the electronic device control system of claim 10, wherein: 
the user management identification data includes data of at least one kind selected from the group 

consisting of department identification data identifying the department in which said data preparation 
means for preparing operation data is installed (Col 8, lines 27-30. Identification information includes 
organization unit.), user identification data set for each user (Col 8, lines 27-30. User's information.), and 
storage means identification data for each portable storage means (Col 8, lines 34-38. Smart card contains 
identification information.). 

25. As per claim 14, Mazzagatte teaches the electronic device control system of claim 10 wherein: 
the user management identification data is registered in said portable data storage means in advance (Col 
8, lines 25-30, 33-37. Smart card contains identification information including user information data.). 

26. As per claim 16, Mazzagatte teaches the electronic device control system of claim 1, wherein: 
said electronic device is an image output device (Col 9, lines 57-58. Printer.), and the operation data is 
print data (Col 9, lines 9. Print data.). 

27. As per claim 18, Mazzagatte teaches the electronic device control system of claim 1, wherein: 
said data preparation means is a personal computer (Col 7, lines 46-47. Desktop computer.). 

28. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mazzagatte and Francis, 
in view of Peters, US Patent #6,601,093 (Peters hereinafter). 

29. As per claim 20, Mazzagatte teaches that the portable data storage may be a smart card (Col 8, 
lines 33-34). However, Mazzagatte does not specifically teach the electronic device control system of 
claim 1, wherein: said portable data storage means includes at least one element selected from the group 
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consisting of a portable phone; and a portable information processing terminal. Peters teaches of a 
wireless device such as a wireless notebook computer transmitting information to a printer (Col 4, lines 
36-50). 

30. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the teachings of Mazzagatte, Francis, and Peters to include a wireless device such as a 
portable terminal and a portable phone to transmit information to a printer because doing so would 
improve the system of Mazzagatte and Francis by providing different types of mobile devices that clients 
can use for secure printing, which would increase the field of use of the system. 

Claim Rejections - 35 USC § 102 

3 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

32. Claim 26 is rejected under 35 U.S.C. 102(e) as being anticipated by Mazzagatte. 

33. As per claim 26, Mazzagatte teaches the invention as claimed including an apparatus for 
receiving print data and identification data, where printing is based on matching of identification 
information, Mazzagatte's teachings comprising: 

an operation data receiving section for receiving operation data from a data preparation device 
which prepares the operation data and identification data that uniquely identifies the operation data (Col 
7, lines 46-48; Col 8, lines 19-23, 58-63; Col 9, lines 8-10. Computer transmits print data along with 
identification data to printer.); 
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an identification data receiving section for receiving the identification data transmitted 
automatically from a portable storage device when the portable data storage means approaches said 
electronic device (Col 9, lines 56-59. Upon presenting the smart-card to the printer, printer verifies the 
unique identification information.), the identification data receiving section having a function to store the 
identification data received from said data preparation device (Col 9, lines 52-55. Verifies identification 
information from smart card. Col 10, lines 15-19. Use identification information from the smart card to 
identify Identification information stored in print queue.); and 

an operation section for performing an operation based on the operation data which is received by 
said operation receiving section and is uniquely identified by the identification data received by said 
identification data receiving section (Col 9, lines 61-62; Col 10, lines 15-19. Printer identifies print jobs 
based on the identification data of the smart card and proceeds with printout process.). 

Conclusion 

34. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. 

35 . Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Joshua Joo whose telephone number is 571 272-3966. The examiner can normally be 
reached on Monday to Thursday 8AM to 5 PM and every other Friday. 

36. If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Nathan J. Flynn can be reached on 571 272-1915. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

37 Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
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from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contacHhe-Eleptronic- 



Business Center (EBC) at 866-217-9197 (toll-free). 



October 30, 2006 
JJ 



